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FILED VIA FACSIMILE 



PATENT APPLICATION 
Docket: 14531.79 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re application of 



Serial No.: 
Filed: 

Confirmation No.: 
For: 

Examiner; 



Steven M. Horowitz, et al. 

09/779,869 

February 8, 2001 

n/a 

BACKGROUND ENABLED RECORDING IN 
A SET TOP BOX 

unassigned 



RESPONSE TO NOTTCE TO FILE 
MISSING PARTS OF APPLICATION 

Office of Initial Patent Examination 
Assistant Commissioner for Patents 
Washington, D. C. 20231 

ATTN: Janice Tippet 

Attached at Exhibit A is a copy of the Notice to File Missing Parts which was 
mailed March 15, 2001. The Notice to File Missing Parts asserts that the duly dated and 
signed Declaration, Power of Attorney and Petition of the Inventors was missing. The 
Office of Initial Patent Examination was contacted by telephone early in May of this year 
and was advised that the application as filed included the duly signed and dated 
Declaration by all inventors. Applicants' representative was notified at that time that the 
Office of Initial Patent Examination would obtain the file and would verify whether the 
Notice to File Missing Parts was sent out erroneously. 

In a follow up telephone conference on June 22, 2001, Applicants' representative 
was advised by Ms. Janice Tippet of the Office of Initial Patent Examination that the U.S. 
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Patent and Trademark Office file does not contain a copy of the Declaration. Ms. Tippet 
requested that we send a copy of the Declaration which was filed, and a copy of our 
retum postcard showing that the Patent and Trademark office had acknowledged receipt 
of the Declaration as of the date of filing, February 8, 2001 . 

Accordingly, attached at Exhibit B is a copy of the Declaration duly dated, signed 
and submitted with the other application filing documents. A copy of our retum postcard 
is attached hereto at Exhibit C, which specifically references "Declaration, Power of 
Attorney and Petition (2 pages)". As shown on the retum postcard, all documents 
referenced were stamped by the Patent and Trademark Office as received on the filing 
date of February 8, 2001. 

In light of the above, Applicants respectfully submit that all filing documentation 
was appropriately filed and therefore request that the requirements for responding to the 
Notice to File Missing Parts be withdrawn. However, in the event there is any need for 
payment of any fees either in connection with any filing fees, any Petition for Extension 
Fees, or any other fees relating to the Notice to File Missing Parts, the Commissioner is 
hereby authorized to charge Deposit Account No. 23-3 178 for any such required fees. 

Dated this 2^ day of .Tudfe . 2001. 

Respeclfijlly submitted, 





RICKD. NYDEGGEi 
fomey for Applicant 
Registration No. 28,651 

WORKMAN, NYDEGGER & SEELEY 
1000 Eagle Gate Tower 
60 East South Temple 
Salt Lake City, Utah 84111 
Telephone: (801) 533-9800 
Facsimile: (801)328-1707 



RDN:dmh 
Enclosures 

Ci :\DAT A\WP DOCS RNXWEBTVvOTHERDOOO 1 0622 Response 79.doc 
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EXHIBIT "A" 
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United States Patent and Trademark Office 



Commi&sioncr ron Patents 
United Stages Tates - and Traoema^h OPncc 

W^f.M riCTT»* 0 -7 JO?' 

www irtpiQ tJt,N 



| first named applicant | attorney docrc i nm;miu-k | 



APPLICATION NUMftRR 



FILING/RECEIPT DaTTC 



09/779,869 



02/08/2001 



Steven M. Horowilz 



14331.79 



RICK D. NYDEGGER 

WORKMAN, NYDEGGER & SEELEY 

1000 Eagle Gate Tower 

60 East South Temple 

Salt Lake City, UT 84111 



CONFIRMATION NO. 6689 
FORMALITIES LETTER 

iiuiiiiiinniiNiiiiiiiiu 

-000000000058664 1 2 ' 



Date Mailed. 03/15/2001 



NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION 



FILED UNDER 37 CFR 1.53(b) 
Filing Date Granted 



An application number and filing date have been accorded to this application. The item(s) indicated below, 
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to Tile all 
required items and pay any fees required below to avoid abandonment. Extensions of time may be obtained 
by filing a petition accompanied by the extension fee under the provisions of 37 CFR 1.136(a). 

' • The oath or declaration is missing. 

• To avoid abandonment, a late filing fee or oath or declaration surcharge as set forth in 37 CFR 1.16(e) 
of $130 for a non-small entity, must be submitted with the missing items identified in this letter. 

• The balance due by applicant is $ 130. 



,. ... — . ■» i j .- 1 r- r-r-r— — t-bj- snxTT.ri "- ' ~ 

A copy of this notice MUSI be returned with the reply. 



-HJ 

Customer Service Center 

Initial Patent Examination Division (703) 308- 1 202 

PART 2 - COPY TO BE RETURNED WITH RESPONSE 
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EXHIBIT "B" 
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EXHIBIT "C" 
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TO THE UNITED STATES PATENT AND 
TRADEMAP" OFFICE. PLEASE STAMP AN -, 
RETURN. Ti-.iNXYOU. 

SUBMITTED: New Utility Patent Application (24 pages); 
Formal Drawings (4 sheets); Transmittal Letter (S pages) On 
duplicate); Assignment with Cover Sheet Form PTCM 595 
.(3 pages); Declaration, Power of Attorney, and Petition (2 
pages)" Form PTO-2038 submitting payment in the amount 
of $768.00; Certificate of Express Mailing Label No. 
EL 565 973 534 US 

Annlicant- Steven M. Horowitz ct al, 

Title- ' BACKGROUND ENABLED RECORDING 

IN A SET TOP BOX 
Docket No.: 14531.79 
Mailed; February 8, 2001 
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iR^N NYDEGGER &SEELEY FAX NO. 1^2 



Workman, Nydegger & Seeley 
a professional corporation 
attorneys at law 

1000 EAGLE GATE TOWER 
60 EAST SOUTH TEMPLE 
SALT LAKE CITY, UTAH 84111 
TELEPHONE (801) 533-9800 
FAX (801)328-1707 



TELECOPIER COVER. SHEET 



Total Number of Pages 

(including cover letter): 



Please deliver the transmitted facsimile pages to: 

JANICE TIPPET 
Office of Initial Patent Examination 

Business Phone (703)305-9822 
Telecopier Phone: (703) 308-091 0 

From: WCK D. NYDEGGER 

Comments: Please sec attached. 

Docket No.: 14531.79 

**************************************************************** 

We arc transmitting from a Sharp FO-750 or Sharp FO-6 100 facsimile machine. If you do not receive all the pages or 

they arc unreadable, please contact me as soon as possible at (801) 533-9800. 

THE INFORMATION CONTAINED IN THIS FACSIMILE MESSAGE IS ATTORNEY PRIVILEGED AND 
CONFIDENTIAL INFORMATION INTENDED ONLY FOR THE USE Or THE INDIVIDUAL OR ENTITY 
NAMED ABOVE. IF THE READER OF THIS MESSAGE IS NOT THE INTENDED RECIPIENT, OR THE 
EMPLOYEE OR AGENT RESPONSIBLE TO DELIVER IT TO THE INTENDED RECIPIENT, YOU ARE 
HEREBY NOTIFIED THAT ANY DISSEMINATION, DISTRIBUTION OR COPYING OF THIS 
COMMUNICATION IS STRICTLY PROHIBITED. IF YOU HAVE RECEIVED THIS COMMUNICATION 
IN ERROR, PLEASE IMMEDIATELY NOTIFY US BY TELEPHONE, AND RETURN THE ORIGINAL 
MESSAGE TO US AT THE ABOVE ADDRESS VIA THE U.S. POSTAL SERVICE. THANK YOU. 

CONFIRMATION COPY WITH ENCLOSURES SENT BY: 

U.S. MAIL / FEDERAL EXPRESS / OTHER YES_x_ NO 



O:\15AT A\WPDOCS2VJRJ\RDNDOCS\Fo.t\Fax SheeuDOC 
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FILED VIA FACSIMILE PATENT APPLICATION 

Docket: 14531.79 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of ) 



Steven M. Horowitz, ct al. 
Serial No.: 09/779,869 
Filed: February 8, 2001 

Confirmation No.: n/a 

For: BACKGROUND ENABLED RECORDING IN 

A SET TOP BOX 

Examiner; unassigncd 



CERTIFICATE OF FACSIMILE TR ANSMISSION 

ATTN: Janice Tippet 

Office of Initial Patent Examination 
Assistant Commissioner for Patents 
Washington, D. C. 20231 

Sir: 

I hereby certify that this paper is being facsimile transmitted to the Patent and Trademark 
Office on the date shown below. 

• Transmittal Letter (2 pages) 

• Response to Notice to File Missing Parts of Application (2 pages); 

• Exhibit A - Copy of Notice to File Missing Parts (1 page); 

• Exhibit B ~ Copies of Declaration, Power of Attorney and Petition (2 pages); 

• Exhibit C - Copy of PTO date stamped return postcard. 
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Dated this 25<? of JiAN# 



_,2001. 



Respect 




RJCjeD. NYDEGGEI 
ttorney for Applicant 
Registration No, 28,651 

WORKMAN, NYDEGGER & SEELEY 
1000 Eagle Gate Tower 
60 East South Temple 
Salt Lake City, Utah 841 1 1 
Telephone: (801) 533-9800 
Facsimile: (801)328-1707 



0:\DATA\WI'l>OCSR^WF,n rv\OTHERDOC010622 CERTIFICATE OF FAX TRX 7p.DOC 
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WORKMAN 

ATTORNEYS AT LAW 
A PROFESSIONAL CORPORATION 

1000 EAGLE GATE TOWER 
60 EAST SOUTH TEMPLE 
SALT LAKE CITY, UTAH 84111 
TELEPHONE (801) 533-9800 
FACSIMILE (BOI) 328-1707 



RICK D. NYDEGGER 
DAVID O. SEELEY 
BRENT P. LO RIMER 
THOMAS R. VUKSNICK 
LARRY R. LAYCOCX 
JONATHAN W. RICHARDS 
DAVID R WRGHT 
JOHN C, BTRINGHAM 
JOHN M. GUYNN 
CHARLES L ROBERTS 
GREGOrrr M_ TAYLOR 
DANA L TANGREN 
KEVIN B. LAURENCE 
ERIC L MASCHOFF 
CHARLES J. VEVERKA 
ROBYN L PHILUPS 
RICHARD C. GLMORE 1 " . 
□AVID DGLLENBACH 
KEVIN K. J CHANSON 
L DaVD GRIFFIN 



R. BURNS BRA ELS BM 
DAVID a TODD 
FRASER D. ROY 
CARL T. REED 

JESOs JUANOS I TIMONEDA, PH.D. 

R. PARR1SH FREEMAN. Jr. 

PETER F. MALEN, Jfr, 

ADRIAN J. LEE 

DAVID B.T1NQEY 

L REX SEARS, PH.D. 

ERIC M. KAMERATH 

ROBERT E.AYOOCK 

JENS C. JENKINS 

KEVIN W. STINGER 

WILLIAM J. ATHAY 

WILLIAM R. RICHTER- 

T ADMITTED ONLY IN CAJJFORMA 
» ADMfTTED QMY IN P&MEHUUANIA 

H. ROSS WORKMAN 

OFCQUMBEL 



PATEr\TTS 
TRADEMARKS 
COPYRIGHTS 
TRADE SECRETS 
UNFAIR COMPETITION 
□CENSING 
COMPLEX LITIGATION 



MAJUNO ADDRCSS: 
P.O. BOX 4!i8U3 
SALT LAKE CfTY, UT 84 145 



INTERNET 

HOME RAC5E: http-yAfvww.wrispatont.com 
GENERAL E-MAIL: Inraa^wrt3p/.(lont.conl 



FTLED VIA FACSIMILE 



PATENT APPLICATION 
Docket: 14531.79 



IN THE UNITED STATES PATENT AND TRADEMARK. OFFICE 
In re application of 



Steven M. Horowitz, et al. 
Serial No.: 09/779,869 
Filed: February 8, 2001 

Confirmation No.: n/a 

For: BACKGROUND ENABLED RECORDING IN 

A SET TOP BOX 

Examiner: unassigned 



TRANSMITTAL OF RESPONSE TO NOTICE TO FILE 
MLSSTNG PARTS OF APPLICATION 

ATTN: Janice Tippet 

Office of Initial Patent Examination 
Assistant Commissioner for Patents 
Washington, D. C. 20231 

Sir: 

Enclosed is a response to the Notice to File Missing Parts as discussed by telephone with 
you on June 22, 2001. The response includes a copy of the Notice to File Missing Parts, as well 
as copies of our postcard showing that the documents which were alleged in the notice as 
missing, were in fact filed and acknowledged as received by the U.S. Patent and Trademark 
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Office as reflected in the postcard. We axe also enclosing copies of the referenced 
documentation as suggested by you. 

As also discussed, we do not believe under the circumstances that wc should be required 
to file any fees, however, in the event that there are any additional fees that are required in 
response to the Notice to File Missing Parts, this will constitute your authorization to charge our 
deposit account 23-3178. Triplicate copies of this letter are enclosed. 

Dated this % of JulU^ „ , 2001 , 




Registration No. 28,651 

WORKMAN, NYDEGGER & SEELEY 
1000 Eagle Gate Tower 
60 East South Temple 
Salt Lake City, Utah 84111 
Telephone; (801) 533-9800 
Facsimile: (801)328-1707 

RDN:dmh 
Enclosures 



G;\DATA\WPDOCSR>AWHU-l v\O'nfr':RPOC\010622 Transmittal rcsponsc_missmfi p-irts «rt_fox 79.doc 



